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REMARKS 

The present application includes pending claims 1-30, all of which have been rejected. In 
particular, claims 1-2, 5-6, 8-15, 18-19 and 21-30 stand rejected under 35 U.S.C. § 103(a) as 
being unpatentable over Diamond et al (U.S. Patent No. 5,314,336). Claims 3, 7, 16 and 20 
stand rejected under 35 U.S.C. § 103(a) as being unpatentable over Diamond in view of Maa 
(U.S. Patent No. 6,572,431). Claims 4 and 17 stand rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Diamond in view of Lyberg (U.S. Patent No. 5,752,227). The Applicants 
respectfully traverse these rejections for at least the following reasons. 

With regard to independent claims 1, 9, 12, 14, 25 and 28, the Examiner acknowledges 

that "Diamond et al. does not teach that the said phonemes are in common with phonemes with 

any of the phonemes for native language that by themselves do not form a word and generating 

within said audio enabled toy, an audio representation of selected plurality of non-native 

language phoneme." (Final Office Action, Page 2, Lines 20-23; Page 4, Lines 9-12; Page 5, 

Lines 13-15; Page 6, Lines 13-15). However, the Final Office Action states the following: 

However, these differences are only found in nonfunctional 
descriptive material and are not functionally involved in the steps 
recited. Playing only the phonemes that are not in common with 
the native language, requires simple modification of Diamond et 
al. Thus this descriptive material will not distinguish the claimed 
invention from the prior art in terms of patentability, see In re 
Gulack, 703 F.2d 1381, 1385, 217 USPQ 401, 404 (Fed. Cir. 
1983); In re Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 
1994). Therefore, it would have been obvious to a person of 
ordinary skill in the art at the time the invention was made to play 
only the phonemes that are not in common with the native 
language, Because such event does not functionally relate to the 
steps in the method claimed and because the subjective 
interpretation of the data does not patentability distinguish the 
claimed invention. 
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(Final Office Action, Page 3, Lines 1-11; Page 4, Line 13 - Page 5, Line 2; Page 5, Line 16 - 
Page 6, Line 4; Page 6, Line 16 - Page 7, Line 4). The Applicant notes that MPEP 2106.01 is 
not applicable to Applicant's claims because MPEP 2106.01 addresses "Computer-Related 
Nonstatutory Subject Matter" under 35 U.S.C. § 101 and the Final Office Action does not reject 
Applicant's claims under 35 U.S.C. § 101. Also, the Applicant's claims are not related to data 
stored on a computer-readable medium. Rather, the Applicant's claims disclose the 
manipulation of a plurality of phonemes via the selection and/or generation of said plurality of 
phonemes that by themselves do not form a word and are not in common with any of a plurality 
of phonemes for a native language. Further, the Applicant notes that the case law cited in the 
Final Office Action is distinguishable from the present application and calls into question the 
printed matter-type rejection that the Final Office Action appears to be alleging is applicable in 
the present application to support the rejections under 35 U,S.C. § 103(a). 

With regard to MPEP 2106.01, the Applicant notes that although the Final Office Action 
does not specifically cite to the MPEP, section 2106.01 is the only section of the MPEP that 
discusses "nonfunctional descriptive material." Thus, it appears as though the Final Office 
Action relies on MPEP 2106.01 in rejecting Applicant's claims. However, as mentioned above, 
MPEP 2106.01 addresses "Computer-Related Nonstatutory Subject Matter." Nowhere in the 
Final Office Action is the Applicant's claims rejected as being nonstatutory subject matter. 
Thus, the Final Office Action's reliance on MPEP 2106.01 as support for a rejection under 35 
U.S.C. § 103(a) amounts to clear error. 

Further, it appears as though the Final Office Action relies on the following portion of 
MPEP 2106.01 in rejecting Applicant's claim under 35 U.S.C. § 103(a): 

When nonfunctional descriptive material is recorded on some 
computer-readable medium, in a computer or on an 
electromagnetic carrier signal , it is not statutory and should be 
rejected under 35 U.S.C. 101. In addition , USPTO personnel 
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should inquire whether there should be a rejection under 35 
U.S.C. 102 or 103. 

(MPEP 2106.01 (emphasis added)). However, the Applicant notes that (hypothetically) even if 
the Final Office Action was correct in characterizing the Applicant's claimed plurality of 
phonemes as nonfunctional descriptive material (which is an incorrect characterization), the 
Applicant's claims do not recite the plurality of phonemes being recorded on some computer- 
readable medium, in a computer or on an electromagnetic carrier signal. Rather, the Applicant's 
claims disclose the manipulation of a plurality of phonemes via the selection and/or generation of 
said plurality of phonemes that by themselves do not form a word and are not in common with 
any of a plurality of phonemes for a native language. Thus, the above-cited section of MPEP 
2106.01 is inapplicable to the Applicant's claims and the Final Office Action's reliance on 
MPEP 2106.01 amounts to clear error. 

Additionally, the Applicant notes that case law relied on in the Final Office Action is 
distinguishable from the present application. For example, the claims discussed in In re Gulack 
and In re Lowry are related to printed data and data stored in memory. The Applicant submits 
that Applicant's claims are unrelated to the printed matter or data stored in memory as disclosed 
in the claims of In re Gulack or In re Lowry. Rather, Applicant's claims disclose the 
manipulation of a plurality of phonemes via the selection and/or generation of said plurality of 
phonemes that by themselves do not form a word and are not in common with any of a plurality 
of phonemes for a native language. Thus, the Final Office Action's reliance on In re Gulack and 
In re Lowry as support for a rejection under 35 U.S.C. § 103(a) amounts to clear error. 

Additionally, the Applicant notes that case law relied on in the Final Office Action calls 

into question the printed matter-type rejection that the Final Office Action appears to be alleging 

is applicable in the present application to support the rejections under 35 U.S.C. § 103(a). For 

example, In re Gulack discusses printed matter rejections and specifically states that "[a] 'printed 

matter rejection' under § 103 stands on questionable legal and logical footing." In re Gulack, 
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703 F.2d 1381, 1385 (Fed. Cir. 1983). Further, In re Lowry states that "[fjhe printed matter 
cases have no factual relevance where 'the invention as defined by the claims requires that the 
information be processed not by the mind but by a machine, the computer.'" In re Lowry, 32 
F.3d 1579, 1583 (Fed. Cir. 1994) (internal quotations omitted) (emphasis in original). Thus, as 
stated in In re Gulack and In re Lowry, a printed matter rejection is inappropriate in present 
application. Thus, the Final Office Action's reliance on In re Gulack and In re Lowry as support 
for a rejection under 35 U.S.C. § 103(a) amounts to clear error. 

Because MPEP 2106.01, In re Gulack and In re Lowry are inapplicable to the claims as 
written in the present application and the Final Office Action acknowledges that the cited 
references fail to teach the Applicant's claims, the Applicant submits that the Final Office Action 
fails to set forth a prima facie case of obviousness. Thus, Applicant respectfully requests that the 
rejections under 35 U.S.C. § 103(a) be overturned and Claims 1-30 be passed to issue. 

The Commissioner is authorized to charge any necessary fees, including the $255 fee for 
the Notice of Appeal, or credit any overpayment to the Deposit Account of McAndrews, Held & 
Malloy, Account No. 13-0017. 



Respectfully submitted, 



Date: August 19. 2008 



McAndrews, Held & Malloy, Ltd. 
500 West Madison Street, 34th Floor 
Chicago, Illinois 60661 
(T) 312 775 8000 
(F)312 775 8100 



/Philip Henry Sheridan/ 
Philip Henry Sheridan 
Registration No. 59,918 
Attorney for Applicant 
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